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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 27 June 2000 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-5 and 7-48 is/are rejected. 

7) M Claim(s) 6 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) |3 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 27 June 2000 is/are: a)D accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 
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1) |23 Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) J r— 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) i 0 



4) CH Interview Summary (PTO-413) Paper No(s). 

5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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DETAILED ACTION 



1 . Claims 1-48 have been examined and are pending. 



Information Disclosure Statement 

2. An initialed and dated copy of Applicant's IDS form 1449, Paper No. 4,5 and 9 
is attached to the instant Office action. 

Specification 



Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 1 50 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

3. The abstract of the disclosure is objected to because the length exceeds 150 
words. Correction is required. See MPEP § 608.01(b). 
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Drawings 



4. The drawings are objected to because Figures 3-6, 8, and 10 do not comply 
with CFR 1 .84 (m). There is no need to shade the elements of Figures 3-6, 8, and 10 
because they do not enhance the understanding of the invention. A proposed drawing 
correction or corrected drawings are required in reply to the Office action to avoid 
abandonment of the application. The objection to the drawings will not be held in 
abeyance. 



Claim Rejections - 35 USC ' 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless -- 

(e) the invention was described in a patent granted on an application for patent by 
another filed in the United States before the invention thereof by the applicant for 
patent, or on an international application by another who has fulfilled the 
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requirements of paragraphs (1 ), (2), and (4) of section 371(c) of this title before the 
invention thereof by the applicant for patent. 

5. Claims 1-5, 7-31, 33-38, and 40-48 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Khan et al (USP 6,029,046). 

As per claim 1 , Khan et al teach: 

receiving, from a computing device, a request to enable the use of said digital 
work on said computing device, said request comprising first data indicative of a user, 
said digital work being associated with said user and requiring the presence of second 
data on said computing device in order to be used on said computing device (column 
15, line 23-38); and 

if a limit associated with said user has not been reached, providing said second 
data to said computing device (Fig 7). 

As per claim 16, Khan et al teach receiving, from a first computing device, a first 
request to activate said software installed on said first computing device, said request 
comprising information indicative of a user, said software having an activated state and 
a non-activated state (column 15, lines 23-38); 

determining that an activation limit associated with said user has not been reached 

(Fig 7); and 

providing first activation data to said first computing device (column 4 , line 26). 
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As per claim 27, Khan et al teach receiving, from a first computing device, a first 
request to activate first software installed on said first computing device with respect to 
a first user (column 15, lines 23-38); 

determining that an activation limit associated with said first user has 
15 not been reached (Fig 7); and 

activating said first software with respect to said first user; wherein said first 
software renders at least a first class of digital works without regard to whether said first 
software has been activated, and a second class of digital works only if said first 
software has been activated with respect to said first user (column 1 , lines 60-65). 

As per claim 37, Khan et al teach receiving, from a first computing device, a first 
request to enable said enhanced feature on said first computing device (column 15, 23- 
38); 

determining that a limit has not been reached (Fig 7); 

enabling the use of said enhanced feature on said first computing device (Fig 7); 

wherein said first computing device has at least some non-enhanced features 
usable regardless of whether said enhanced feature is enabled (column 1, lines 60-65), 
and wherein said limit is selected from the group consisting of. a restriction on the 
number of computing devices on which said enhanced feature may be enabled (column 
2, line 19), and a restriction on the rate at which computing devices may be enabled to 
use said enhanced feature (column 2, line 17). 
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As per claim 42, Khan et al teach: 

receiving said persona's credentials (column 2, line 18) (this teaching is inherent 
because Khan's system uses subscribers who must first provide credentials to the 
service in order to be billed accordingly); 

authenticating said credentials by querying a namespace authority (Fig 1, 
elements 104 and 105); 

requesting first information from the remote computing device (column 15, lines 
23-38); 

determining a number of activations of the software within a first period of time in 
accordance with the persona's credentials and first information requested from the 
remote computing device; and if the number of activations is less than a maximum 
number of activations within said first period of time (Fig 7), then: 

generating an activation certificate that includes second information related to the 
persona's credentials (column 13, lines 41-46); and 

uploading said activation certificate to the remote computing device to activate 
the software residing on the remote computing device such that operation of the 
software is associated with the persona's credentials (column 13, lines 25-30). 

As per claim 2, Khan et al teach a restriction on the number of computing devices which 
said user may enable for use of said digital work (column 2, line 19 and column 14, lines 
62-66). 
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As per claim 3, Khan et al teach a restriction on the rate at which said user might enable 
computing devices to use said digital work (column 2, line 17). 

As per claim 4, Khan et al teach a first predetermined number of computing 
devices on which use of said digital work may be enabled during a first time period 
(column 14, lines 62-65 and column 7, lines 5-20); and 

the product of a second number and a third number, wherein said second 
number is the number of second time periods that have commenced or elapsed since 
the end of said first time period, and said third number is a number of computing device 
on which use of said digital work may be enabled for each of said second time periods 
(column 15, lines 1-6). 

As per claim 5, Khan et al teach time-dependent number is capped at a 
maximum value if said sum exceeds said maximum value (column 16, lines 56-57). 

As per claims 7, 18, and 28, Khan et al teach said digital work comprises text, 
and wherein use of said digital work comprises displaying said text on one of said plural 
computing devices (column 4, lines 25-41). 
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As per claims 8, 19, and 29, Khan et al teach digital work comprises multimedia 
content, and wherein use of said digital work comprises rendering said multimedia 
content on one of said plural computing devices (column 4, lines 25-41). 

As per claims 9, 20, and 30, Khan et al teach said multimedia content comprises 
music, video, animations, or pictures (column 4, lines 38-41 ). 

As per claims 10 and 33, Khan et al teach said digital work is created 
subsequent to the provision of said second data to said computing device (column 15, 
lines 23-47). 

As per claim 1 1 , Khan et al teach said second data comprises a first 
cryptographic key, which enables use of said digital work (column 12, lines 1-11). 

As per claims 12 and 45, Khan et al teach said second data further comprises a 
second cryptographic key, wherein said first and second cryptographic keys are the 
private and public keys, respectively, of an asymmetric key pair, wherein said digital 
work comprises encrypted content and a decryption key which decrypts said encrypted 
content, and wherein at least a portion of said second data including said second 
cryptographic key is uploadable to a content provider whereby said decryption key may 
be included in said digital work in a form 5 encrypted by said second cryptographic key 
(column 12, lines 1-11). 
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As per claim 13, Khan et al teach said second data comprises information 
indicative of said user (column 15, lines 26). 

As per claims 14 and 46, Khan et al teach said first data is durably stored on said 
computing device so as to permit the enduring use of said digital work on said 
computing device (column 2, lines 50-60). 

As per claim 15, Khan et al teach a computer-readable medium having computer 
executable instructions to perform the method of claim 1 (column 7, line 10). 

As per claim 17, Khan et al teach wherein said software comprises content 
rendering software, wherein said software renders a first class of digital works without 
regard to whether it is in the activated state, and wherein said software renders a 
second class of digital works only when it is in the activated state (column 1 , lines 60- 
65). 

As per claims 21 and 47, Khan et al teach wherein said software in some manner 
processes a class of digital works, wherein each of said digital works in said class 
comprises encrypted content and a decryption key which decrypts said encrypted 
content, said decryption key being included in said digital work in an encrypted form 

i 
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decryptable with a cryptographic key, and wherein said first activation data comprises 
said cryptographic key (column 12, lines 1-11). 

As per claims 22 and 31 , Khan et al teach receiving, from a second computing 
device, a second request to activate said software installed on said second computing 
device, said second request comprising information indicative of said user (column 20, 
lines 50-65 and Fig 7); 

determining that said activation limit associated with said user has been reached 
(column 19, lines 1-4); and 

denying activation of said software on said second computing device (Fig 7). 

As per claim 23, Khan et al teach the act of providing a secure repository to said 
first computing device, said secure repository being in at least some way dependent 
upon said first computing device (column 2, lines 55-57). 

As per claims 24 and 34, Khan et al teach activation limit comprises a restriction 
on the number of activations of said software that said user may request (column 2, line 
20). 

As per claims 25 and 35, Khan et al teach activation limit comprises a restriction 
on the rate at which said user may activate said software (column 2, line 16). 
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As per claim 26, Khan et al teach a computer-readable medium having 
computer-executable instructions to perform the method of claim 16 (column 7, line 
10). 

As per claim 36, Khan et al teach a computer-readable medium having 
computer-executable instructions to perform the method of claim 27 (column 7, line 
10). 

As per claim 38, Khan et al teach enhanced feature is associated with a user, 
wherein said limit is associated with said user, and wherein said first request comprises 
information indicative of said user (column 2, line 18). 

As per claim 40, Khan et al teach enhanced feature comprises rendering a first 
class of digital works, and wherein said non-enhanced features comprise rendering a 
second class of digital works (column 1, lines 60-65). 

As per claim 41, Khan et al teach a computer-readable medium having 
computer-executable instructions to perform the method of claim 37 (column 7, line 
10). 

As per claim 43, Khan et al teach the act of increasing said maximum number 
after the elapse of a second period of time (column 1 1 , 53-62). 
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As per claim 44, Khan et al teach said software renders a first set of digital works 
without regard to whether said activation certificate is present on said remote computing 
device, and wherein said software renders a second set of digital works associated with 
said persona only if said activation certificate is present on said remote computing 
device (column 1, lines 60-65). 

As per claim 48, Khan et al teach a computer-readable medium having 
computer-executable instructions to perform the method of claim 42 (column 7, line 
10). 



Claim Rejections - 35 USC 9 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between 
the subject matter sought to be patented and the prior art are such that the 
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subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which 
the invention was made. 

6. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Khan 
et al in view of Subbiah et al (USP 6,035,403). 

As per claim 32, Khan et al fail to teach receiving, from said first computing device, 
a second request to activate said first software with respect to a second user. Subbiah 
et al teach receiving, from said first computing device, a second request to activate said 
first software with respect to a second user (column 5, lines 45-50). Khan et al teach a 
system in which certain features are geared towards enticing users to buy premium 
subscriptions to services (column 1 , lines 60-65). Subbiah et al teach that one way to 
entice friends to purchase a product is to allow a user to let his/her friend install a limited 
version of the purchased product in hopes that the product will win over the favor of the 
friend (column 1, lines 40-45). 

In view of this, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to employ the teaching of Subbiah et al within the system 
of Khan et al because it would allow the system to possibly attract new subscribers and 
hence make more profit. 
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Khan et al teach determining that an activation limit associated with said second 
user has not been reached; and activating said first software with respect to said 
second user; wherein said first software further renders a third class of digital works 
only if said first software has been activated with respect to said second user (Fig 7). 

7. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Khan 
et al in view of White et al (USP 5,983,273). 

As per claim 39, Khan et al teaches that users must subscribe to the service 
(column 2, lines 16). Khan et al are silent in expressly disclosing information comprises 
a username and password, and wherein said method further comprises the act of 
querying a namespace authority to validate said username and password. White et al 
teach information comprises a username and password, and wherein said method 
further comprises the act of querying a namespace authority to validate said username 
and password (column 7, lines 43-50). A username password match as taught by 
White et al is a well-known secure manner of authentication. 

In view of this, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to employ the teaching of White et al within the system of 
Khan et al because it would allow the system to securely recognize a subscriber and 
thereby deter rogues from stealing valid subscriptions. 
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Claim Objections 



8. Claim 6 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael R Vaughan whose telephone number is 703- 
305-0354. The examiner can normally be reached on M-F 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz Sheikh can be reached on 703-305-9648. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



Conclusion 



MV 

Michael R Vaughan 

Examiner 

Art Unit 2131 




